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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

_______________________________________________________________ X
SHISEIDO AMERICAS CORPORATION, |

Petitioner, Cancellation No. 92/059.420

V. Registration No. 4.128.939
HARRY’S TRUCK STOP LLC,

Respondent.
_______________________________________________________________ X

PETITIONER’S OPPOSITION TO RESPONDENT’S MOTION
FOR SUMMARY JUDGMENT AND RULE 56(d) CROSS-MOTION

Respondent Harry’s Truck Stop LLC’s (“Respondent”) ill-conceived Motion for
Summary Judgment seeks to dismiss Petitioner Shiseido Americas Corporation’s (“Petitioner’™)
§ 2(d) likelihood of confusion claim and Petitioner’s fraud claim.

Respondent filed its baseless Motion for Summary Judgment on January 12. 2016, while
Petitioner’s Motion to Amend its Pleadings and for discovery related relief filed on December 7.
2015, was still pending.

Although Petitioner timely moved to extend its time to respond to Respondent’s
discovery requests and discovery and trial deadlines (see Dkt. 17), Respondent filed its harrasive
Motion for Summary Judgment after serving its own tardy. “sham™ discovery responses in order
to toll discovery. thereby temporarily avoiding supplementation of its woetully deficient and
tardy discovery responses and production relating to Petitioner’s § 2(d) Likelihood of Confusion

claim and fraud claim. while simultaneously thwarting meaningful access to evidence required



by Petitioner to respond to Respondent’s Motion for Summary Judgment. Cathecart SJ Decl.! at
99 2-5.

Petitioner hereby (a) opposes that portion of Respondent’s Summary Judgment Motion
seeking to dismiss Petitioner’s § 2(d) likelihood of confusion claim and (b) cross-moves pursuant
to Fed. R. Civ. P. 56(d) for further discovery as to the portion of Respondent’s Summary
Judgment Motion seeking to dismiss Petitioner’s fraud claim.

Background

On January 22, 2016. after Respondent served its Motion for Summary Judgment.
Petitioner’s Second Amended Petition to Cancel was made the operative pleading in this
proceeding. Dkt. 20. Thus, Petitioner seeks to cancel Respondent’s registration for ORGASM
due to (1) a likelihood of confusion: (2) fraud; and (3) lack of bona fide intent to use. Dkt. 17,
Exh. C (Second Amended Petition to Cancel).

Since discovery opened. Petitioner has diligently pursued settlement and discovery. See
Dkt. 19 (Cathcart Reply Decl. at 4 8-32). The parties were engaged in bilateral settlement
negotiations through their counsel until November 25, 2015. /d. (Cathcart Reply Decl. at 9 &,
21).

Notwithstanding Respondent’s self-serving and false claims that Petitioner has been
dilatory in responding to discovery requests and has otherwise not “provided any documents or
evidence whatsoever™ on the issue of priority (Dkt. 20 at p. 1). Petitioner has already proffered

substantial proof of prior use of its internationally known ORGASM mark in connection with

' Declaration Of Ralph H. Cathcart, Esq. in Opposition to Respondent’s Motion For Summary
Judgment and in Support of Petitioner’s Rule 56(d) Cross-Motion. N.B. — For the Board’s
convenience. Petitioner may also reference the Catheart Declaration (“Cathcart Decl..” at Dkt.
17) and Cathcart Reply Declaration (“Catheart Reply Decl..” at Dkt. 19). which were submitted
in connection with Petitioner’s prior Motion to Amend on record with the Board, by name and
docket number. See Cathcart ST Decl. at ¥ 5-6.



cosmetics. Catheart SJ Decl. at 99 7-9. Indeed. on July 135 and 27. 2013, Petitioner produced to
Respondent ample evidence showing Petitioner’s use, popularity and widespread recognition of
its ORGASM mark and brand as earlv as 1999, 12+ vears prior to Respondent’s first claimed use
and 7+ years prior to Respondent constructive priority date (February 27. 2007). Cathceart 81
Decl. at 19 8-9. Exhs. 1-2.

During negotiations. on or about May 1. 20135, Respondent served woefully deficient and
evasive respouses to Petitioner's First Set of Interrogatories and First Document Requests.
mcluding 33 pages of jumbled documents. all of which were marked “confidential.” and none of
which refer to Respondent. DKL 19 (Catheart Reply Decl. at®¥ 10). Tellingly. Respondent
declined to produce any information concerning Respondent’s annual sales. stating instead that
“1o the extent responsive documents not subject to attorney-client privilege are found in the
possession. custody or control of' [Respondent], they will be produced pursuant Fed. R. Civ. P,
33(d), and that answers to this interrogatory may be found by a thorough review of those
documents.” [d. (Catheart Reply Decl. at 9 11). To date, Respondent has not produced or made
available anv such documents. nor given Petitioner a reasonable opportunity to examine and
audit the records and to make copies. compilations. abstracts or summaries. /d. (Cathcart Reply
Decl. at 99 11. 27); Cathcart 8J Decl. at ¥ 36(a).

On or about June 235. 2013, Respondent served Petitioner with Respondent’s First Set of
Interrogatories and First Request for Production of Documents. The parties agreed Lo extend the
deadline for Petitioner to respond. up to and including December 10. 2015, Dkt. 17 (Catheart
Decl. at 1% 12-13): Dkt. 19 (Cathcart Reply Decl. at Y 12, 23).

When it became clear that the parties would not reach a resolution, that Respondent was

not negotiating i good faith and engaging in sharp practice. on December 4. 2015, Petitioner’s


















































































































Exhibit 1 has been redacted in its entirety.






Exhibit 2 has been redacted in its entirety.








































































































































































































































































Paroicous, Inc.
5331 Distributor Dr.

PURCHASE ORDER

Richmond, VA 23225 #03-28-1
804-232-1300 DATE ISSUED
Fax 804-231-1313
3/28/08
SHIP TO:
Paroicous, Inc.
5331 Distributor Dr.
1 20-1989 Ave. Richmond, VA 23225
Richmond Hill, NY 11418
GOOD THRU: MUST SHIP BY ACCOUNT # TERMS
ITEM DESCRIPTION QTY UNIT PRICE EXTENSION
Black
Nail Polish Cap C-13166 20,000 $.056 $1,120.000
Nail Polish Brush M-13/80/52 20,000 $.023 $460.000
Nail Polish Bottle B12017 20,000 $.164 $3,280.000
0
TOTAL $4,860.000

ORDERED BY

AUTHORIZED SIGNATURE

HTS-00040



5331 Distributor Drive ¢« Richmond, VA 23225

January 11, 2008

To: Rich Goldberg/Kirker Enterprises
Fm: Michael Moss

Re: Marketing Plan

| appreciate your interest in our company. Imagine This Company is a full service
screenprinter that specialized in flat-bed graphics and POP displays. We have been
doing this for almost 20 years and have organized a new entity “PAROICOUS, Inc.” to
differentiate our new product line. Our experience in the cosmetic industry is limited, but
you will not find a more innovative marketing team in the country.

It has taken several years to acquire the trademark ORGASM" for cosmetics in the US
and the EU and we are finally ready to proceed forward to launch our new line of
cosmetics.

We are starting with nail lacquers and will be looking forward to meeting with your
marketing dept.

The following are some elements of our strategy:

Our target audience is Women 16 — 35

The original retail entry will be in boutiques and salons.

We are actively seeking a celebrity partner.

We expect to group our polishes in shades, seasons and events ie: OPI

Our marketing will be focused around a strategy of “A new line of cosmetics that

will make you look as good as you feel!”

As one would imagine, we want to add “marketable” ingredients to the polish that
would enhance that images, hence extra gloss, rich thick color and maybe some

other esoteric features such as adding positive ions.

X X X X X

x

| hope that this short overview helps. We are looking forward to meeting with you next
week.

804 « 232 1300 Fax 804 « 231 1313

HTS-00080



Paroicous, Inc.
5331 Distributor Dr.

PURCHASE ORDER

Richmond, VA 23225 #07-28-1
804-232-1300 DATE ISSUED
Fax 804-231-1313
7/28/09
VENDOR: SHIP TO:
Kirker Ent. Paroicous, Inc.
5331 Distributor Dr.
Richmond, VA 23225
GOOD THRU: MUST SHIP BY ACCOUNT # TERMS
ITEM DESCRIPTION QTY UNIT PRICE EXTENSION
FLAT
Pgls 341 (Same Formula as 1 $125.00 $125.00
reen )
previous orders)
I'm Not Wearing...
ORANGE What 2 2
(Same Formula as 1 $125.00 $125.00
previous orders)
PLEASE CALL
WITH EXPECTED 0
DEIVERY DATE
0
TOTAL $250.00
ORDERED BY AUTHORIZED SIGNATURE

HTS-00082



Paroicous, Inc.
5331 Distributor Dr.

PURCHASE ORDER

Richmond, VA 23225 #07-21-08
804-232-1300 DATE ISSUED
Fax 804-231-1313
7/21/08
SHIP TO:
Paroicous, Inc.
5331 Distributor Dr.
Richmond, VA 23225
GOOD THRU: MUST SHIP BY ACCOUNT # TERMS
ITEM DESCRIPTION QTY UNIT PRICE EXTENSION
¥ x 17
2 mil CI BOPP White | 18 sets of
Labels Krome Koat 2500 $80.00 $1440.00
Removable Adhesive Labels
2 colors + UV Vaarnish
Art (as per specs)
Plate Charges 18 versions top 3 $50.00 $150.00
1 version bottom
15" Circles
Labels White Krome Kote
(Tops) Permanent Adhesive 18 $20.00 $360.00
1 color + UV Varnish
Art (as per specs)
Plate Charges 18 versions top 3 $50.00 $150.00
TOTAL $2100.00

ORDERED BY

AUTHORIZED SIGNATURE

HTS-00084



5331 Distributor Drive ¢« Richmond, VA 23225

September 15, 2008

NY Jets

Chris Pierce

50 West 57" St.

NY, NY 10019

Dear Chris,

Thank you for your interest in our company.

Paroicous, Inc. manufactures a line of nail polish for beauty salons under the trade
name of Orgasm Cosmetics. The sample that is enclosed will show you the quality of
polish that we offer. It is a high quality, premium nail lacquer that compares with the
leading brands in the industry.

Also, please find enclosed two samples from our branded line of “TEAM COLORS” in
gift boxes. Each package will have two bottles with individual team colors. We can print
whatever we need to on the packaging and also provide a mailing box.

The exact colors of the nail polish will match the NY Jets colors.

| look forward to working with you.

Yours truly,

Michael Moss

804 « 232 1300 Fax 804 « 231 «1313

HTS-00091



HTS-00153 has been redacted.



Paroicous, Inc.
5331 Distributor Dr.

PURCHASE ORDER

Richmond, VA 23225 #07-21-08
804-232-1300 DATE ISSUED
Fax 804-231-1313
7/21/08
SHIP TO:
Paroicous, Inc.
5331 Distributor Dr.
Richmond, VA 23225
GOOD THRU: MUST SHIP BY ACCOUNT # TERMS
ITEM DESCRIPTION QTY UNIT PRICE EXTENSION
¥ x 17
2 mil CI BOPP White | 18 sets of
Labels Krome Koat 2500 $80.00 $1440.00
Removable Adhesive Labels
2 colors + UV Vaarnish
Art (as per specs)
Plate Charges 18 versions top 3 $50.00 $150.00
1 version bottom
15" Circles
Labels White Krome Kote
(Tops) Permanent Adhesive 18 $20.00 $360.00
1 color + UV Varnish
Art (as per specs)
Plate Charges 18 versions top 3 $50.00 $150.00
TOTAL $2100.00

ORDERED BY

AUTHORIZED SIGNATURE

HTS-00195



COPYRIGHT 2005 United Press Internat onal

NEW YORK, July 31 (UPI) -- Nars Orgasm blush has become a popular product, but when t comes to naming U.S. cosmet cs t's not all about sex, a study
finds.

Beneft Cosmetics made ts mark w th unusual names such as Me, Myself & | eye shadow, but Barbara Kahn of the Wharton School and Elizabeth Gelfland
Miller of Boston College conducted experiments to determine what effect names of colors and flavors had on consumers, the New York Times reported
Sunday.

The study, published in The Journal of Consumer Research, found the unexpected name won out when experiment subjects were given the opportun ty to
think about it, as they do at cosmetics counters.

Kahn wrote that she had suspected certain words, like those associated with sex, would always spark positive responses. However, the researchers found
the key to the most popular products seemed to be the unexpectedness tself that required the consumer to solve the puzzle of the name.

HTS-00216
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